02/20/03 11:17 FAX ) , i ooz

¥

10
1
12
13
14

13

17
18
19
20

21

23
24

23

Receivedfrom < > at 2120103 2:18:33 PM [Eastern Standard Time] JJOHNSON | EERT

Serial No,: 75/848,813 . Published for Opposition: July 9, 2002

BOXTTAB
FEE

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
Applicant: Krent/Paffett/ Teifert, Inc. International Class: 28

Official Guzene: Vol. 1260, No. 2, Page TM 459
Filed:  November 15, 1999 ‘
Mark:  PLANET EARTH : Attorney Docket No.: KPEP62358
Gooda:  illustrated sporting balls |

PLANET BEARTH SKATEBOQARDS, INC, a Opposition No.
California corperation, :
‘ NOTICE OF OPPOSITION
N Opposer,
v.

KERENT/PAFFETT/TEIFERT, INC., a
Masgachusetts corporation,

A.pplicam. !

NOTICF, OF QPPOSITION
" Seattle, Washingion 98101

. October 4, 2002
TO THE COMMISSIONER FOR TRADFMARKS |
TRADEMARK TRJIAL AND AFPEAL BOARD:
Planet Farth Skatehnards, Tnc,, a comoration of the State of California, having a place of
business at 2453 Cades Way, Suite B, Vista, Californiza 92083 (hereinafter "Opposer”), believes that

it‘will be damaged by registration of .the trademark PLANET EARTH as requested by U.S.
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Trademark Applicaﬁon Serial No. 75/848,813, filed November 15, 1999, and hereby opposes the.
same. As grounds for the opposition, Opposer aileges as follows:
1. On information and belief, Applicant, KrenvPaffetv'Teifert, Inc., is a corporation of

the State of Massachusetts, .having a plase of business at 34 Famsworth Street, Boston,

_ Massaohuserrs 02210 (hereinafter "Applicant™).

2. Continnously since long prior to any date upon which Apphcam can rely, Opposer has
used the trademarks PLANET EARTH and PLANET EARTH PRODUCTS in associgtion with the
sale of skateboards, skateboard related products, clothing, and sparting goods.

3 Opposer iy the owner of U.S. Trademark Registration No. 2,183,"202 for the mark
PLANET BARTH for high perform;mrc skatchoards and skatcboard wheels. Said registration issued
August ”5 1998 in ternational Class: 28, setting forth 2 date of first vse of Tamuary 1991,

4, Opposer is the owner of U.S. Trademark Registration No. 2,185,219 for the mark
PLANET BARTH for clothing, namely, fams, shirts, t-shirts, sweatshirts, jackets, hats, and shorts.
Said registration i.ssuad September 1, 1998 in International Class 25, sciting forth date of first usc
of January 1991.

5. Sporting balls are sold in the same channcls of trade in which Opposer sells
skateboards, ckateboard related products, clothing, and sporting goads.

6. The mark PLANET EARTH claimed by Application Serial No. 75/848,813 is
identical to Opposar's mark PLANET EARTH and therofore, when used in association waith sporting
balls, is likely to cause confusion, or 10 cause mistake, or ‘to deceive within the meaning nf
Section 2(d) of the Lanham Act, 15 U.5.C. § 1052(d). '

7. Opposer will be damaged hy ixsuance of the rogistration requested by Applicaiion
Serial No, 75/848,813 insofar as the registration requested will constitute prima facie evidence of the

validity of the registration, Applicant's ownership of the mark PLANET BARTH, and Applicant's
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exclusive tight to use the mark PLANET FARTH in association with the sale of sporting balls when,
in fact, Applicent is not entitled 10 such rights by vn'hw of Oppuscrs prior and continuous use of the
marks PLANET EARTH and PLANET EARTH PRODUCTS in association with the salc of
skateboards, skatebaard related Pmducts, clothing, and sporting goods.

8. For the reasons stated above, issuance of a registration as requested by Application
Serinl No. 75/3d8.813 will ceuse njiry and damage to Opposer's Hight'to the contimons and
exclusive use of the matks PLANET EARTH end PLANET EAR"fH PRODUCTS in association
with the sale of skateboards, skateboard related products, clothing, and sporting geods.

‘WHEREFORE, Opposer respeotfuily requests that registration of the mark PLANET EARTH
for the \goods claimed hy Application Serial No. 75/848,813 as requested by Applicent be denied
pursuant to Section 2(d) of the Lanham Act, 15U8.C.§ 1052(d) and that this opposition be
sustained.

Accompanying the duplicate signed copies of this Notice of Opposition is cur Check
Ne. 1;‘2575 © for the required filing fee in the amount of $300.00 (3300.00 per class). Please
charge any excesa fees to Deposit Account No. 03-1740 of Opposers counsel noted below.
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Please direct all correspondence to Cindy L. Caditz of Christensen O'Connar Johnson

Kindness™ L at the following address:

Cindy L. Caditz, Bsq.
Christensen O’'Connor Johnson Kindness”
1420 Fifth Avenue, Suite 2800
Seattle, WA 98101-2347

Please dircct all telephone calls to Cindy L. Caditz at 206-682-8100. -
' ‘ Respectfully submitted,

CHRISTENSFN O'CONNOR
JOFNSON KINDNES3S™

fewtsy Lo

Cindy L. Caditz
Automeys for Opposer

1 hereby certify that this NOTICE OF OPPOSITION to U.S. Trademark Application Serial
No. 75/848,813 for the mark PLANET EARTH is being deposited with the U.S. Postal Service in a
scaled cnvelope as fivst class mail with postage therson fully prepaid and addressed 1o the
Commissioner for Trademarks, Trademark Trial and Appeal Board, 2000 Crystal Drive, Azrlington,
VA 22202-3513, an the below date. '

Date: Q‘Dﬁo‘éﬁ\__ﬁ’ _{__?_,_O__é_ 2 !;E g Tﬂ_. g é e ! -
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CHRISTENSEN O'CONNOR JOHNSON KINDNESS 42

DIRECTOR -~ U.S. PATE }V‘

CLIENT
_XPEP -

- INVOICE DATE MATTER
10/04/2002

INVOICE NUMBER
0020531

100402.17

- File Notiece of Opposition

DIRECTOR - U.5. PATENT AND
TRADEMNARK OFFICE

: 40/4/02

e Kﬁ;‘;’zmg g::‘:sx Np.: 78/848,842

Q?ﬁ:ﬁanum Skgtaboards, INC. V. WrenyPeftettTaifarr, 10C.
| Mark; PLANET EARTH

el Class(ee): 28

race 1 142576
W-9: ¥
AMOUNT
300.00

mark
The {ollowing documents hava baen raceived in the U.5. Patant and Trade

Office, ATTN: TTABD, on the dato gtampedq hereon via firet-¢lase malt.

Certificate of Mating:

Notice al ©ypposiion (4 pages. in duplicate)
Chack for $300.00 fee fiing tea #142576

wilth a signad
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TO:

CIHRISTENSEN Q'CONNQOR
JOHNSON KINDNESS™*
1420 Fifth Avenue, Suite 2800
Seartle, WA 98101-2347
206.682.8100
Facsimile No, 206.224.0779

FACSIMILE COVER SHEET
DATE: February 20, 2003

Ms, Tina Craven
United States Patent and Trademark Office

FACSIMILE NO: [-703-746-7121

RE:

Opposition Against Trademark Application Serial
No. 75/848,813 for the mark PLANET BEARTH

OUR REFERENCE: KPEDP-6-2358

FROM: Margaret P. Aun, Paralegal
Direet Dial: (206) 695-1785
E-mail: margarct@cajk.com
(Facsimile Nu. 206.224.0779)
MESSAGE: Dear Ms. Craven,

Thank vou for returning my telephone call. As requested, I attach a copy
of the Notice of Opposition which was previously submitted to the
Trademark Trial and Appeal Board. A Certificate of Mailing is on Page 4
of the Notice of Opposition, certifying that said document was deposited
with the U.S. Postal Service as firat class mail, postage prepaid and
addressed to the Trademark Trial and Appeal Board oo Qctober 4, 2002.

Also enclosed is a copy of canceled Check No. 142576 in the amount of
$300 submined with the Notice of Opposition in payment of the
opposition fee, which shows that the fee was raceived by the Patent and
Trademark Qffice.

Please review the attached and let me know if vou require any further
information or documents. Thank you for your attention.

xEt

The information contained in this facsimile message is privileged and confidential information

intended only for the use of the cecipient named above, ¥ the reader of this message is not the Intended
recipient, or the employee or agent responsible to deliver it to the imended recipient, eny distribution or
copying of this communication ix strictly prohibited. If you have eeccived this communication in error,
please notify us immediately by telephons and return the original message to us at the above address by

mail, *¥*

Wo bave 7 pages 1o send, inoluding this shest. If eny pages need to be retransmitted, please cull

MPA L

206.682.8100, Bxr. 1771, wirhin 13 minures.
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